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DETAILED ACTION 

The amendment filed March 22, 2001 (Paper No. 9) has been entered. Claim 1 has been amended. 
Claims 6-14 and 17-19 have been cancelled. Claim 24 has been newly added. 

The following rejections are reiterated or newly applied and constitute the complete set of rejections 
being applied to the instant application. Rejections and objections not reiterated from the previous office 
action are hereby withdrawn. 

Claim Objections 

Claim 23 is objected to under 37 CFR 1.75(c), as being of improper dependent form for failing to 
further limit the subject matter of a previous claim. Applicant is required to cancel the claim(s), or amend the 
claim(s) to place the claim(s) in proper dependent form, or rewrite the claim(s) in independent form. Claim 
23 recites the limitation "wherein the parathyroid hormone is administered in an intermittent fashion" but 
Claim 21 already recites this limitation. Thus, Claim 23 fails to further limit the subject matter of Claim 21 . 

Claim Rejections -35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

Claim 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
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Claim 5 is indefinite in its recitation of "[hPTH(l-34)]» at the very end of the claim because it is 
unclear whether the material enclosed in brackets is intended to be included as part of the claim or is intended 
to be deleted from the claim. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections 
set forth in this Office action: 

Claims 1-5, 15, 16, and 20-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Finkelstein etal. (1998). 

Finkelstein et al. (1 998) disclose a method for preventing bone loss in humans by the subcutaneous 
administration of parathyroid hormone-(l-34). 

Although Finkelstein et al. (1998) disclose administration of the parathyroid hormone fragment by 
subcutaneous injection, one of skill in the art would have been motivated to consider other modes of 
administration and would have anticipated a reasonable expectation of success in finding alternate modes of 
administration as only routine experimentation is required to extend the invention of Finkelstein et al. from 
the subcutaneous mode of administration to other modes of administration. 

Therefore, the claimed invention would have been prima facie obvious to one of ordinary skill in the 
art at the time of the invention. 
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Conclusion 

Claim 24 is allowed. 
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